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REMARKS 

Summary of Previous and Currently Pending Claims. 

In the July 15, 2002 Office Action, claims 9-21 and 23-38 were pending; claims 14-21 
and 33-38 were allowed; claims 9, 12, 13, 23, 24, and 27-32 were rejected; and claims 10 and 11 
were objected to. Applicants note that claims 25 and 26 were not discussed in the July 1 5, 2002 
Office Action. In light of other comments in the Office Action, Applicants assume that the 
Examiner will indicate that claims 25 and 26 are allowed and have prepared this response 
accordingly. If the Examiner believes claims 25 and 26 are not allowed, Applicants will submit 
possible further amendments. 

In this response, Applicants have amended claims 9, 11,13, 14, 17, 23-28, and 32-34; 
cancelled claims 10, 15, and 16; and added claims 39-78. 

Claims 9, 1 1-14, 17-21, and 23-78 are pending after entry of this response. 
Any amendment or cancellation of a claim is made withoat prejudice to Applicant 
pursuing such or a similar chum in another application, and is not to be construed as a dedication 
to the public of any subject matter. 

Supplemental Information Disclosure Statement 

A supplemental information disclosure statement is also submitted herein, under 37 

C.F.R. § 1-97. 

Description of and Support for additions and amendments to the claims. 

We have amended claim 9 to incorporate the limitation in claim 10 that only one of L and 
L 1 is a nuclcophilic carbene. We have amended claim 23 to incorporate the same limitation. 

We have amended claims 9, 14, 23, and 25 to conform the described carbon hybridization 
to the hybridization shown in the structural formula. 

We have amended claims 27, 28, and 32-34 to better clarify tine scope of these claims. 
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We have amended claim 1 1 to make claim 1 1 dependent on claim 9 rather than cancelled 

claim 10. 

We hav= mended claims 13, 17, 24, and 26 to make explicit the structure of the 
nucleophilic carbenc when tie "ring [is] optionally aromatic by introduction of a further double 
bond in the ring." Support for the explicit structure is found a. Figure 2A and page 8, line 28 

through page 9, line 15. 

We have amended claims 14 and 25 to define limitation A". Support for A" is found at 

page 10, lines 17-25. 

We have amended claim 17 to correct tins claim to depend from claim 14 rather than 
claim 13. 

No new matter has been added by addition of new claims 39-78. 

Support for claims 39-50 is found to Figure I, and in the specifications at page 4, line 7 
through page 6, line 4; support for claims 51-58 can be found in the specification a, page 9. lines 
21-30 and pa B e 9, lines 15-20; support for claims 59-62 can be found in originally filed darms 
,3 17 24 and 26 respectively; support fo, claims 63-73 can be found in Figures 1 and 2, and m 
the specification at page 4, line 7 tough page 6, line 4; page 6, lines 2,-22; Example 4, page 
23 Une 30 tough page 24, line 6; Example 3, page 23, lines 15 tough 28; page 8, line 28 
tough page 9, line 30; ar>d in the originally filed claims; support for claims 74-76 canbe found 
in the specification at page 2, lines 20-23; support for claims 77-78 can be found in originally 
filed claims 23 and 25. 

Response to Rejections under 35 U.S.C. § 1 12, first paragraph 

Claim 12 is rejected under 35 U.S.C. § 1 12, first paragraph for lack of enablement. The 
Applicant respectfully traverses the rejection. 

The Examiner alleges that the specification while enabling for X, X 1 , L or L 1 as 
monodentate ligands is not enabling for a multidentate ligand formed by the bonding of at least 
two of X, X 1 , L or 0. However, it is well known in the art that two 
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thought of as one bidentate ligand, and the way by which two unidentate ligands are assembled 
to provide a bidentate ligand is well known in the field. See for example Collman, Megedus, 
Nortan and Finke, Principles and Applications of Organometallic Chemistry, University Science 
Books, New York 1987, p. 57-234. The present specification supports the formation of * 
bidentate ligand on page 6, lines 22-27, and page 8, lines 15-18. The present specification thus 
enables not only unidentate ligands, but also the formation of a bidentate ligand by the bonding 
of at least two X, X',L or V variables, and Applicant respectfully requests that the Examiner 
withdraw the rejection. 

Response to Rejections under 35 U.S.C. § 102(a) 

In the July 15, 2002 Office Action, claims 9, 13, 23, 24, and 27-30 were rejected under 
35 U.S.C. § 102(a) as being anticipated by a Hermann abstract titled "A Novel Class of 
Ruthenium Catalysts for Olefin Metathesis." 

In the July 15, 2002 Office Action, the Examiner indicated that claim 10 would be 
allowable if rewritten in independent form- 
Applicants have amended claims 9 and 23 to incorporate the limitation of claim 10 that 
only one of L and L 1 is a nucleophilic carbene. This amendment renders the § 102(a) rejection 
of claims 9, 13, 23, 24, and 27-30 moot, since all rejected claims depend from amended claims 9 
or 23, which claims the Examiner has indicated are allowable. 

Since the amendments to claims 9 and 23 render the § 102(a) rejections moot, Applicants 
have not responded to the substantive rejection over the Hermann reference described in the 
July 15, 2002 Office Action. Applicants lack of response on this issue is not an admission that 
the substance of the rejection is correct and is made without prejudice to Applicant addressing 
such or similar rejections in another application. 
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Response to Rejections under 35 U.S.C. § 103(a) 

In the July 15, 2002 Office Action, claims 31 and 32 were rejected under 35 U.S.C. 
§ 103(a) as being anticipated by a Hermann abstract titled "A Novel Class of Ruthenium 
Catalysts for Olefin Metathesis." 

Claims 3 1 and 32 depend from claim 9, and Applicants have amended claim 9 to 
incorporate the limitation of claim 10 that oniy one of L and V is a nucleophilic carbene. This 
amendment renders the § 103(a) rejection of claims 31-32 moot, since all rejected claims depend 
from amended claim 9, which claim the Examiner has indicated is allowable. 

Since the amendment to claim 9 renders the § 1 03(a) rejections moot, Applicants have 
not responded to the substantive rejection over the Hermann reference described in the 
July 1 5, 2002 Office Action. Applicants lack of response on this issue is not an admission that 
the substance of the rejection is correct and is made without prejudice to Applicant addressing 
such or similar rejections in another application. 
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CONCLUSION 

in the unlikely event that the transmittal lew i, separated from this document «ud the 
Patent Office determines that an extension and/or other mlicf « required, Applicant prifan. for 
any required relief including extension* of time and authori.es the distant Commission^ 
charge, the cost of such petitions and/or other feea due in connection with filing of this 
docurneattnDc^p^^ HOW6Ver ' 
the distant Commissioner is not authorized to charge the cost of fce issue fee to the Depo 8 it 

Account. 

Respectfully, subrrattj 



Dated: January 6, 2003 



By: 




Morrison & Foerster llp 

755 Page Mill Road 

Palo Alto, CaUfomia 94304-1018 

Telephone: (6<i0) 813-S980 

F*ot1c: (6!>0) 494-0792 
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VERSION WITH MARKINGS TO SHOW CHANGES MADE 
In the, Claims; 

New claims 39-78 have been added Please cancel dawns 10, 15 and 16. 
Please amend claims 9, 11, 13, 14, 17, 23-28, and 32-34 as fallows: 



9 . (Amended) A catalytic complex of the formula: 



X ^M=C , = C 2 =C 3 v / 
L 1 



wherein M is Os or Ru; 

C'[J and C 2 g^^hyhri dizad carbons and C 3 [arc] isjn sp 2 -hybridized 

carhnnts]. wherein either or both of C 1 and C 2 are optionally absent; 

R and R 1 are independently selected from the group consisting of 
hydrogen, C,-C M alkyl. C,-C, 0 alkenyl, C 2 -C 20 alkynyl. C 2 -C 7 n alkoxycarbonyl, aryl, C,-C 2D 
carboxylate, C,-C 30 alkoxy. &-C*. alkenyloxy, C 2 -C 20 akykyloxy, or aryloxy, each R anH R 1 
optionally being substituted with C.-C, alkyl, halogen, Ci-C* alkoxy, or with a phenyl group 
substituted with halogen, Ci-Cs alkyl or C1-C5 alkoxy; 

X and X 1 arc independently selected from the group consisting of anionic 

lijrnnds; [and] 

L [and L 1 are] is selected from thn group consisting of [nucleophilic carbencs,] 
phosphinr, sulfonated phosphine, phosphite, phosphimte, phosphorite, ether, amine, amide, 
sulfoxide, carhnnyl, nitrosyl, pyridine and thiorthcr [, wherein at least one of L nr]^ L 1 is a 
nucleophilic carbenfi. 

1 1 . (Amended) A catalytic complex according to claim [1 0] 9, wherein [one of] h [or 
L 1 ] is a phosphinc. 
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carboxylase., OQ>o alkoxy, C7-C™ alkenyloxy, C 2 -C 20 akylnyloxy, or aryloxy, each Z and Z 1 
optionally being substituted with C1-C5 alkyl, halogen, C r C e alkoxy, or with * phenyl group 
substituted with halogen, Q-Cs alkyl or Ci-Cs allcoxytJ 

[and wherein the ring nan he optionally aromatic by introduction of a further 
double bond in the ring]. 

23. (Amended) A method of performing ring closing metathesis, said method 
comprising contacting a [ditcrmtnal] diene with a catalytic complex under canrUtinns 
appropriate, and for a time sufficient to produce a cyclic alkene, wherein the catalytic r.nmplcx 
has the formula: 

L 



X 1 1 ■ - 



R 



wherein M is Os or Ru; 

C l [J and C 3 are sp-hvfaridized rarhons and C 2 [are] isan 9p 2 -hybridized 
carbon[s). wherein either or both of C 1 and C 2 are optionally absent; 

R and R 1 are independently selected from the group consisting of 
hydrogen, C r C 20 alkyl, C2-C20 aikeny], C7-C70 alkynyl, C^Czo alkoiycarbonyl aryl, Ci-C 20 
carboxylate, C,-C 20 alkoxy, C2-C20 alkenyloxy, C^-Cm akylnyloxy, or aryloxy, each R and R 1 
optionally being substituted with C1-C5 alkyl, halogen, C r C fi alkoxy, or wiih a phenyl group 
substituted with halogen, C|-C 5 alkyl or C1-C5 alkoxy; 

X and X 1 are independently sdnctcd from the group consisting of anionic 

ligands; [and] 

L [and L 1 are] is selected from the group consisting of nucleophilic 
carbnw. phosphinc. sulfonated phosphine, phosphite, phosphinite, phosphorite, ether, amine, 
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wherein 

C'U and C 1 are s p-hvbritfecH carbons and C 1 [are] isan *p 2 -hybridi*ed 
darbon[s], wherein cither or both of C 1 and C 7 are optimally absent; . 

M. is selected from the group consisting of Ofr and Ru; 
R and R l arc independently selected from the group consisting of 
hydrogen, C r C, 0 alkyl, C 2 -C 20 atony!, CrC M alkynyl, C 2 -C i0 alkoxycarbonyl, ary) 7 Q-C w 
carboxylate, C r C* alkoxy, C r C 20 alkenyloxy. CrQo akylnyloxy, or arytnxy. each WR 1 
optionally bring substituted with C,-C s alkyl, Halogen, C r Q alkoxy, or with * phenyl group 
substituted with halogen, d-Qj alkyl or d-Cs alknxy; 

X is an anionic Hgand; and 

L is a nucleophilic carbenc; and 

Ax is an aryt substituent, bonded to M by an bond.. 

A'kan inor pmir, anion or a n organic anion. 

17. (Amended) A catalytic complex according to claim [13] 14, wherein said 
nucleophilic carbene is of His formula: 

wherein 

Y and Y 1 are independently selected from the Rroup consisting of 
hydrogen, C-C M alkyl, Crdo alkenyl, C 2 -C 20 alkynyl, C a -C M alkoxyearbonyl, aryl, C,-C w 
carboxylate, C,-C J0 alkoxy, Cj-Cjd alkenyloxy, C r C 20 akylnyloxy, or aryloxy, each Y and. Y l 
optionally being substituted with C-Cj alkyl, halogen, C,-C, alkoxy. or with a phenyl group 
substituted with halogen, Ci-C s alkyl or C1-C5 alkoxy and; 

Z and Z' are independently selected from thr. group consisting of 
hydm £ cn CrC, alkyl, C,-C» alkenyl, C 2 -C w alkynyl. C r C 20 alkmycarbonyl, aryl, C-Co 
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13. (Amended) A catalytic complex according to claim 9, wherein said nucleophilic 
carbene is of the formula; 



*-N- / 'V Y ' 



K 



or 




wherein 

Y and Y 1 are independently selected from the group consisting of 
hydrogen, CrC 2 o alkyl CvC*, alkenyl, C 2 -C 20 alkynyt. Crdo alkoxycarbonyl, aryl, C,-C 20 
caiboxybte, C,-C 2[5 atkoxy, C 3 -C,n alkenyioxy, C r C 20 aVylnyloxy. or aryloxy, each Y and Y l 
optionally being substituted w>th C,-C 5 alky], halogen, C r C 6 alVmcy, or with a phenyl group 
3ubstiluted with halogen, Ci-C 5 alkyl or C r C s alkoxy and; 

Z arid Z 1 are indftpendently selected from the group consisting of 
hydros CrCaa alkyl, C 2 -C l0 alkenyl, C 2 -C 30 alkynyl, C 7 -C 7 . n alkoxycarbonyl, aryl. Q-Cm 
carbaxybtn, CrGo alk°*y, C 2 -C 20 alkenyioxy, QrCjo akylnyloxy, or aryloxy, each Z and 7} 
optionally bcin K substituted with C y -C 5 alkyl, halogen C|-C* alkoxy, or with a phenyl group 
substituted with halo£«n, Ci-Cs alkyl or C1-C5 alkoxy[ 3 ] 

[and wherein the rin S ran be optionally aromatic by introduction of a further double bond 

in the ring}. 

1 4. (Amended) A catalytic complex of the formula: 



Ar 



"M 



p«-74S562 
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amid*, sulfoxide, carbonyl, rriLrosyl, pyridine and thiocthrx, [wherein at least one of L or]iand L 
is a nuclcophilir, carbene. 

24. (Amended) Thr. ntcthod of claim 23, wherein the nucleophilic carbenc has the 
formula: 



z 1 



wherein 

Y and Y 1 are independently .sdected from the group consisting of 
hydrogen, Ci-C 2 o alkyl, C 2 -C 10 alkenyl, C z -C 20 alkynyl, C 2 -Cx> alkoxycarbonyl, aryl, C|-C 20 
carboxylate, Ci-C 2 o alkoxy, C 2 -C 7 i> alkenytoxy, C 2 -C 2Q akyloyloxy, or aryloxy, each Y and Y 1 
optionally being substituted with d-Cs alkyl, halogen, C t -C 0 alkoxy, or with a. phenyl group 
substituted with halogen, C1-C5 alkyl or Ci-Q> alkoxy and; 

Z and Z 1 are independently selected from the group consisting of 
hydrogen, C,-C 2 n alkyl, C 2 -C 20 allceny), C1-C20 alkynyl C 7 -C 7 .n aUtoxycarbonyl, aryl, CrC 20 
crhoxylate, CrCn alkoxy, C r C 20 alkenyioxy, C 2 -C 2 o akylnyloxy, or frryloxy, each Z and Z 1 
optionally being substituted with C r C 5 alkyl, halogen, Ci-Cg alkoxy, or with a phenyl group 
substituted «/ith halogen, Ci-C^ alkyl or Ci-C fi alkoxy[,] 

[and wherein the ring can be optionally aromatic by introduction of a further 

double bond in the ring]. 
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25. (Amended) A method of performing ring closing metathesis, said method 
comprising contacting a [riitcrminal] diene with a catalytic complex undrr conditions 
appropriate, and for a time suffinient to produce a cyclic alfcene, wherein the catalytic complex 
has the formula: 

-i + 

R 



Ax 



wherein 

C%] nd C 2 are s p-hvhridized carbons and C 3 fare] isan sp 2 -hybridizcd 
csrtinn [ s ], wherein either or both of C 1 and C z are optimally absent; 

M is selected from the group consisting of Os and Ru; 
R and R 1 are independently selected from the group consisting of 
hydrogen, C r C 2 o alkyl ? CrCw alteny], C 2 -C.n allcynyl, C z -C 20 alkoxycarbonyl. aryl, Ci-C 2 n 
parboxyiate, C,-C M aEcoxy, C 2 -C 20 aftcnytaxy. CrC*o akylnylcxy, or aryloxy, eachR and R l 
optionally being substituted with C r C 5 idkyt. halogen, C r C fi ajkoxy, or with a phenyl zrnup 
substituted with halogen, C r C 3 alkyl or d-Cs alVnxy; 

X ia an anionic ligand; and 

L is a nucleophilic caibene; and 

Ar is an aryl sub8titusnt a bonded to M by an 17° bond 

A" is an inorgani c anio n or an organic anion. 



26. 
formula; 



pa-74B562 



(Amended) The method of claim 25, wherein the nucleophilic carbrnn bas the 



K 



SI 
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wherein 

Y and Y 1 are independently selected from the group consisting of hydrogen, G-C20 alkyl, 
C 2 "C 3 . n alkenyl, C 2 -C 20 alkynyl, C2-C20 alkoxycarbonyl, aryl, Q.C20 carboxylase, CrCio alkoxy. 
C 2 -C 2D alkenyloxy, C 2 -C 20 akylnyloxy, or aryloxy. each Y and Y 1 optionally being substituted 
with Ci-Cs alkyh halogen, C r C 6 alkoxy, or with a phenyl group substituted with halogen, C r C 5 

alkyl or C1-C5 alkoxy and; 

Z and Z 1 are independently selected from fbr, group consisting of 
hydrogen, C,-C 20 alkyl, C 2 -C 20 alkenyl, C 2 -Cm aUcynyl, CrC* alkaxyu-arbonyl, aryl, C r C 7rt 
carboxylate, CrC» alkoxy, C r C M aikenyloxy, C 2 -C 20 akylnyloxy, or aryloxy, rabh Z and Z l 
optionally being eubstituced with Q-C 5 a«cyl, halogen, C r C 6 alkoxy, or with a phenyl group 
substituted with halogen, C r C 5 alkyl or C r C 5 alkoxy[J 

[and wherein the ring can be optionally aromatic by introduction of a further 

double bond in thf: nng]. 

27. . (Amended) The. catalytic complex according to claim 9, wherein [at least one of 
the anionic ligands] X and X 1 are independently selected from the group consisting of halide, 
carboxylate, alkoxy, aryloxy, and alkyl sulfonate. 

28. (Amended) The catalytic complex nrWing to claim 27, wherein [at least one of 
the anionic ligands is] Xand J X 1 are both chloride. 

32. (Amended) The catalytic complex according to claim 9. wherein the complex is 
linked to a solid support by means of a link between the [at least one of thft] nueleophilic 
carbene[s] and said solid support.. 
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33. (Amended) The catalytic complex according to claim 14, wherein [the anionic 
ligand] X is selcctr.d fmm the group consisting orhalide, caxboxylatn, slknxy. ao'loxy. and alkyl 
sulfonate. 

34. (Amended) The catalytic complr* according to claim 33, wherein [the anionic, 
ligand] X is chloride. 



3 | Serial No. 09/392.869 

Ducket No. 5156220001OO 



BEST AVAILABLE COPY 



01/23/03 THU 13:43 [TX/RX NO 8582] @]037 



